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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
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earned patent term adjustment. See 37 CFR 1.704(b). 
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Claims 1-48 are pending in this application. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode, contemplated by the inventor of carrying out his invention. 

Claim 48 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply with the 
written description requirement. The claim(s) contains subject matter, which was not described 
in the specification in such a way as to reasonably convey to one skilled in the relevant art that 
the inventor(s), at the time the application was filed, had possession of the claimed invention. 

The phraseologies "R' stands for the group which is usually used for preparation of 
mixed anhydrides" (d), "a modified Moffat-Pfitxner process" (c2), "oxidation described" (c3), 
and "adequate reagents for dehydration" (c4), are not defined in the specification so as to 
ascertain what applicant is claiming. Applicant must show possession of the invention by 
describing it with all the claimed limitations. Lookwood v. American Airlines Inc. 107 F.3d 1565, 
1572, 41 USPQ2d 1961, 1966 (Fed Cir. 1997). By deleting the phrases the rejection would be 
overcome. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 

Claims 1-48 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

A broad range or limitation together with a narrow range or limitation that falls within the 
broad range or limitation (in the same claim) is considered indefinite, since the resulting claim 
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does not clearly set forth the metes and bounds of the patent protection desired. See MPEP § 
2173.05(c). Note the explanation given by the Board of Patent Appeals and Interferences in Ex 
parte Wu, 10 USPQ2d 2031, 2033 (Bd. Pat. App. & Inter. 1989), as to where a broad language 
is followed by "such as" and then narrow language. The Board stated that this can render a 
claim indefinite by raising a question or doubt as to whether the feature introduced by such 
language is (a) merely exemplary of the remainder of the claim, and therefore not required, or 
(b) a required feature of the claims. Note also, for example, the decisions of Ex parte 
Steigewald, 131 USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex 
parte Hasche, 86 USPQ 481 (Bd. App. 1949). In the present instance, claims 1-48 recite the 
broad recitation representatives of the substituents, and the claims also recite include/preferably 
which are followed by the narrower listing of the substituents. 

In claims 1-48, the phrase "includes" and "preferably" in every occurrence render the 
claims indefinite because it is unclear whether the limitation(s) following the phrase are part of 
the claimed invention. See MPEP § 2173.05(d). 

The claims are generally narrative and indefinite, failing to conform with current U.S. 
practice. They appear to be literal translation into English from a foreign document and are 
replete with grammatical and idiomatic errors. For example, "a group of formula (II)", 
"supstituted". Statements such as "R2 together with R3 stands for ether" should be e.g. "R2 
together with R3 form an ether bond." See also, claim 48, step b) "which are than opttionally 
subjected to", etc. By rewriting the claims in US format the rejection would be overcome. 

Claim 48 recites "formula 3 (scheme 1.)" However, the formula is not shown in the claim. 
A claim must stand alone to define the invention, and incorporation into the claims by reference 
to the specification or an external source is not permitted. Ex parte Fressola, 27 USPQ 2d 
1608, BdPatApp & Inter. (1993). 
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Claim 48 is rejected under 35 U.S.C. 112, second paragraph, as failing to set forth the 
subject matter which applicant(s) regard as their invention. Evidence that claim fail(s) to 
correspond in scope with that which applicant(s) regard as the invention can be found in the 
specification, page 5, paragraph 3, which discloses formula 6 as the product of step c2, wherein 
the claim cites formula (I) as the product. 



Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Taofiq A. Solola, PhD, JD, whose telephone number is (571) 272-0709. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Janet Andres, can be reached on (571) 272-0876. The fax phone number for this 
Group is (571)273-8300. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (571) 272-1600. 
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